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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. Claims 1, 3, 10, 19 and 20 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

As per claims 1,19 and 20, the claimed limitation "reciting and isolating the patentable 
novelty" and "successively more specifically defining the patentable novelty" renders 
claims indefinite. Since the application is in drafting mode or application mode , it is 
unclear how "patentable novelty" is determined. Furthermore patentable novelty is not 
an assured result, so it lacks concreteness. Language replacing "patentable novelty" 
with "novelty" is suggested. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petruzzi et al. (Patent # 6,049,81 1 ) in view of Rivette et al. (Patent # 5,754,840). 
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Regarding claim 1 , Petruzzi teaches a method of preparing patent application with a 
computer (See col. 2, lines 33-35, wherein a computer based patent application drafting 
is taught) 

Storing a document template in a computer program which contains headings 
equivalent to "Background of invention, field of invention, description of prior art, 
summary of invention, Brief description of drawings, Detailed description, claims and 
abstract" (See col. 3, lines 13-18 and lines 26-32, wherein Petruzzi teaches storing the 
information in computer and drafting application using various sections including claims, 
summary, detailed description, etc.) 

Storing a page break immediately before the claims heading in the computer program 
and before the abstract heading (See col. 8, lines 4-7, wherein Petruzzi specifically 
teaches inserting a page break when needed. Petruzzi also teaches accessing MPEP 
rules as described in col. 6, lines 10-15. MPEP rules clearly instruct presenting abstract 
and claims on separate pages. Therefore user would have been aware of inserting page 
break before particular section) 

Storing a footer in the computer program for displaying the attorney file identification on 
every page of the application (See col. 16, lines 30-33, wherein Petruzzi teaches storing 
footer as claimed) 

Composing by a user an independent claim in the computer program ending in a clause 
beginning with the words "characterized by" and reciting and isolating the patentable 
novelty and preceded by at least one clause reciting prior art elements to the extent 
necessary to support and provide antecedent basis for the "characterized by" clause 



Application/Control Number: 09/273,021 Page 4 

Art Unit: 2627 

(See col. 12, lines 45-53, wherein Petruzzi teaches composing independent claims with 
clause such as "comprising" or "comprising the steps" that have similar effect as of 
claimed clause of "characterized by". MPEP clearly states that claims should be drafted 
with necessary support and must provide for antecedent basis. Petruzzi also teaches 
accessing MPEP rules as described in col. 6, lines 10-15) 
Composing a user claims in the computer program ultimately dependant upon the 
independent claim for successively more specifically defining the patentable novelty 
(See col. 13, lines 14-27, wherein Petruzzi teaches the claimed invention of composing 
dependant claims by adding clause "further comprising". MPEP states that dependant 
claims further define patentable novelty. Petruzzi also teaches accessing MPEP rules 
as described in col. 6, lines 10-15) 

Characterized by storing duplicate set of all of the claims in the computer program, and 
creating the description by retrieving the duplicate set of claims under the heading 
"Description of preferred embodiment" (See col. 15, lines 25-30, wherein Petruzzi 
teaches the claimed limitation of copying the claims to summary which is part of 
specification. Also as described in col. 16, lines 10-15, Petruzzi provides for a 
comparison of words in claims to detailed description and remind of missing words that 
provides for the basis of copying the claims in the Detailed description) searching for 
each occurrence of the word "said" in the duplicate set of claims copied into the 
specification and replacing the word "said" with word ( We"in the specification (See col. 
13, lines 50-55, wherein Petruzzi teaches replacing "said" with "the" as claimed) editing 
the claims into grammatically correct sentence structure including adding verbs (col. 5, 
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lines 64-col. 8, lines 8, Wherein Petruzzi teaches conventional spell check and 
conventional editing. Grammatical check is also conventionally used in word 
processing. Also see col. 16, lines 28-34. Also as described above Petruzzi teaches 
replacing "said" with "the" as described in col. 13, lines 50-55, that in effect add verb 
and makes grammatically correct structure) 

Petruzzi teaches a drawings section and figures section as shown in fig 3, element 80 
and 140. However Petruzzi specifically fails to teach assigning reference numerals for 
the first time by the steps of storing the element names of the elements in the order 
recited in the duplicate set of claims, storing successive numbers beginning with a 
number above the highest Figure number to identify the respective element names, and 
searching for each occurrence of each respective element name in the order of 
occurrence in the duplicate set of claims, replacing each respective element name 
with that respective element name followed by successive ones of said numbers to 
provide identifying reference numerals for the element names in the order of occurrence 
in the duplicate set of claims and automatically shifting the reference numerals in 
response to changing the order of occurrence in the duplicate set of claims 

In same field of endeavor, Rivette et al. does. Specifically Rivette et al. teaches 
assigning reference numerals for the first time by the steps of storing the element 
names of the elements beginning with a number above the highest Figure number to 
identify the respective element names, (See col. 1, lines 59-63, col. 14, 38-41 and also 
see table 1, col. 7, lines 55-col. 8, lines 7) and searching for each occurrence of each 
respective element name in the order of occurrence in the duplicate set of claims, (col. 
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14, lines 60-col. 15, lines 4) replacing each respective element name with that 
respective element name followed by successive ones of said numbers to provide 
identifying reference numerals for the element names in the order of occurrence in the 
duplicate set of claims (See col. 16, lines 28-60, wherein Rivette teaches a method of 
allowing user to identify the reference numbers and modify the element name. Word 
processor locate reference number and text or element name can be inserted next to 
reference numbers as described in col. 16, lines 47-52. Since the reference numbers 
are identified and modified with element name, it would also shift the reference 
numerals if order of occurrence changes as claimed because element name is inserted 
next to reference numbers and since each occurrence of element is searched based on 
element number as described in col. 14, lines 60-col. 15, lines 10. the sequence of 
elements may change or have changed. In such a situation, the reference numerals for 
a given element will automatically change. Therefore every occurrence of reference 
number will be replaced by reference element as claimed. 

Therefore it would have been obvious for a person with ordinary skill in the art at the 
time the invention was made to incorporate Rivette's method of editing reference 
numbers with element name and comparing it with specification in the method of 
Petruzzi because it provides user with ease of determining whether consistent 
terminology exists in a document and for enabling user to easily modify the document 
so as to achieve consistent terminology. 
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Regarding claim 3, Petruzzi teaches the claimed invention of storing duplicate set of 
claims under heading "summary" and editing the claims into grammatically correct 
sentence structure including changing "said" to "the". (See col. 15, lines 25-30, wherein 
Petruzzi teaches the claimed limitation of copying the claims to summary that is part of 
specification. Also see col. 13, lines 50-55, wherein Petruzzi teaches replacing "said" 
with "the" as claimed. Further in col. 5, lines 64-col. 8, lines 8, Wherein Petruzzi teaches 
conventional spell check and conventional editing. Grammatical check is also 
conventionally used in word processing. Also see col. 16, lines 28-34. Also as described 
above Petruzzi teaches replacing "said" with "the" as described in col. 13, lines 50-55, 
that in effect add verb and makes grammatically correct structure). 

4. Claims 10, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Petruzzi et al. (Patent # 6,049,81 1 ) in view of Rivette et al. (Patent # 5,754,840) as 
applied to claim 1 above, and further in view of Newman. (Patent # 5,774,883). 

Regarding claim 10, Combination of Petruzzi and Rivette teaches the claimed invention 
as described above with respect to claim 1 . However Petruzzi and Rivette fails to teach 
searching and replacing reference numerals in claims and abstract within parenthesis 
( ). However, Newman teaches verifying the abstract and verifying that the reference 
numerals are within parenthesis as described in col. 13, lines 39-45. It is obvious that 
verification must be performed by searching reference numerals and then verifying if 
they are in parenthesis. 
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It would have been obvious for a person with ordinary skill in the art at the time the 
invention was made to incorporate analyzing method of Newman in the method of 
Petruzzi and Rivette because it aids in drafting patent application according to MPEP 
rules. 

Regarding claims 19 and 20, Petruzzi, Rivette and Newman teaches claimed limitations 
as described above with respect to claim 1 and 10. As per additional limitations Petruzzi 
teaches storing figure paragraph under the heading Brief description of the drawings 
(See col. 14, lines 65-67. Since Petruzzi teaches adding phrases and clauses as 
discussed above with respect to claim 1 above, it is obvious that one ordinary skill in the 
art can insert and store claim terminal paragraph because it would provide drafting as 
per MPEP rules). 

It would have been obvious for a person with ordinary skill in the art at the time the 
invention was made to incorporate Rivette's method of editing reference numbers with 
element name and comparing it with specification in the method of Petruzzi because it 
provides user with ease of determining whether consistent terminology exists in a 
document and for enabling user to easily modify the document so as to achieve 
consistent terminology. 

Similarly, It would have been obvious for a person with ordinary skill in the art at the 
time the invention was made to incorporate analyzing method of Newman in the method 
of Petruzzi and Rivette because it aids in drafting patent application according to MPEP 
rules. 
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Response to Arguments 

5. Applicants arguments, see pages 5-9 in appeal brief, filed 1 1/26/2004, with 
respect to the rejection(s) of claim(s) 1,3, 10, 19-20 under 35 U.S.C 103 as being 
unpatentable over Takano, Nehab, Simpson and MPEP have been fully considered and 
are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Petruzzi, Rivette and 
Newman. 

6. Applicants arguments with respect to claims 1 , 3, 10, 19-20 has been considered 
but is moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanjiv D. Shah whose telephone number is (571) 272- 
4098. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh M. Mehta can be reached on (571) 272-7453. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). I 




Sanjiv D. Shah 
Primary Examiner 
Art Unit 2627 
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